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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer information

Name

Via Transportation, Inc.

Granted to date
of previous ex-
tension

09/21/2022

Address

10 CROSBY STREET

2ND FLOOR

NEW YORK, NY 10013

UNITED STATES

Attorney informa-
tion

CATHERINE M.C. FARRELLY
FRANKFURT KURNIT KLEIN & SELZ PC

28 LIBERTY ST

NEW YORK, NY 10005

UNITED STATES

Primary email: pto@fkks.com
Secondary email(s): KDangelo@fkks.com, jprechtel@fkks.com

2129800120

Docket no.

027677.0400

Applicant information

Application no.

90785117

Publication date 05/24/2022

Opposition filing
date

09/16/2022

Opposition period | 09/21/2022

ends

Applicant

Spark Energy, Inc.

12140 WICKCHESTER LANE, SUITE 100
HOUSTON, TX 77079

UNITED STATES

Goods/services affected by opposition

Class 036. First Use: None First Use In Commerce: None
All goods and services in the class are opposed, namely: Financing loans for development of renew-
able energy generation facilities and related processes; Financing of loans

Applicant information

Application no.

90785097

Publication date 05/24/2022

Opposition filing
date

09/16/2022

Opposition period
ends

Applicant

Spark Energy, Inc.

12140 WICKCHESTER LANE, SUITE 100
HOUSTON, TX 77079
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[ UNITED STATES

Goods/services affected by opposition

Class 035. First Use: None First Use In Commerce: None

All goods and services in the class are opposed, namely: Consulting services in the field of energy
usage management and energy efficiency; Energy management services, namely, providing a ser-
vice that allows customers to purchase energy from various energyproviders; Procurement services,
namely, procurement of contracts for others for the purchase of energy; Retail energy provider ser-
vices that allow customers to purchase energy, natural gas, electricity, fuel, and renewable energy as
part of a competitive retail energy market; Consulting services in the fields of energy consumption
and usage conservation toimprove energy efficiency

Grounds for opposition

| Priority and likelihood of confusion | Trademark Act Section 2(d)

Marks cited by opposer as basis for opposition

mark

U.S. registration 5958489 Application date 03/06/2017

no.

Register Principal

Registration date | 01/14/2020 Foreign priority NONE
date

Word mark VIA

Design mark

Description of NONE

Goods/services

Class 009. First use: First Use: Aug 2013 First Use In Commerce: Aug 2013

Mobile application software for connecting drivers and passengers; mobile ap-
plication software for automated schedulingand dispatch of motor vehicles; mo-
bile application software for coordinating transportation services; mobile applica-
tion for engaging transportation services

Class 038. First use: First Use: Aug 2013 First Use In Commerce: Aug 2013
Telecommunications services, namely, routing calls, SMS messages, and push-
notifications to transportation providers and riders

Class 039. First use: First Use: Aug 2013 First Use In Commerce: Aug 2013
Transportation of passengers by motorized vehicle, namely, automobiles, buses,
and vans; transportation of passengers by automobiles, buses, and vans

through anetwork of transportation providers, namely, on-demand ride-sharing
programs

U.S. registration 5958490 Application date 03/06/2017
no.
Register Principal




Registration date | 01/14/2020 Foreign priority NONE
date

Word mark VIA

Design mark

Description of
mark

The mark consists of "via" in lowercasestylized letters.

Goods/services Class 009. First use: First Use: Aug 2013 First Use In Commerce: Aug 2013
Mobile application software for connecting drivers and passengers; mobile ap-
plication software for automated schedulingand dispatch of motor vehicles; mo-
bile application software for coordinating transportation services; mobile applica-
tion for engaging transportation services
Class 038. First use: First Use: Aug 2013 First Use In Commerce: Aug 2013
Telecommunications services, namely, routing calls, SMS messages, and push-
notifications to transportation providers and riders
Class 039. First use: First Use: Aug 2013 First Use In Commerce: Aug 2013
Transportation of passengers by motorized vehicle; transportation of passen-
gersby vehicle through a network of transportation providers

Attachments 87359935#TMSN.png( bytes )
87359953#TMSN.png( bytes )

Notice of Opposition to VIA RENEWABLES.pdf(266589 bytes )
EXHIBITS A-B.pdf(4557848 bytes )

Signature /emcf/

Name CATHERINE M.C. FARRELLY

Date 09/16/2022




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Application Serial Nos. 90/785,117 and 90/785,097
For the Mark: VIA RENEWABLES

VIATRANSPORTATION, INC., '
Opposer,
V. Opposition No.
SPARK ENERGY, INC,,
Applicant
____________________________________________________________ X

NOTICE OF OPPOSITION

Via Transportation, Inc. (“Via”), a New York corporation having a principal place of
business at 10 Crosby St¢Eloor, New York, New York 10013, believes that it will be
damaged by registration of the subject marks of Application Serial Nos. 90/785,117 and
90/785,097 (the “Challenged Applications”) for VIA RENEWABLES (“Applicant’'s Marks”),
and hereby opposes those applications. On information and belief, the owner of the Challenged
Applications is Spark Energy, Inc. (“Applicant”), a Delaware corporation havinopeifpel
place of business at 12140 Wickchester Lane, Suite 100, Houston, Texas 77079.

The grounds for opposition are as follows:

1. Via is a leading ridesharing, public transportation and technology company that
provides transit technology that powers on-demand ridesharing services in cities and
metropolitan areas around the world.

2. Since August 2013, Via has provided over 90 million rides, has entered into

approximately 500 partnerships to deliver public transportation solutions, and has expanded its

FKKS:3413517v.1 27677.800



operations to over 35 countrieSeeExhibit A (printouts ofhttp://ridewithvia.comand

http://ridewithvia.com/solutions

3. Using its cutting-edge technology, Via has developed innovative and effective
mobility solutions for private companies, as well as universities, school distuictstowns, and
large cities throughout the world, to solve pressing mobility needs with demand-responsive
technology.

4, At its core, Via is a technology company focused on providing sustainable
transportation options. Via's technology is highly effective. For example, in Gainesville,
Georgia, Via’'s technology allowed the city to cut their cost per trip in half while inogeasi
adoption of public transit by more than 20%.

5. Via’s technology is focused on helping to reduce emissions through the use of
shared rides and electric or low-emissions vehicles. For example, one of &jasifl
deployments in Arlington, Texas includes the use of electric autonomous vehicles in partnership
with May Mobility.

6. Via’'s advanced technology and algorithm are used by customers as a logistics
platform to efficiently manage fleets and schedule deliveries, and efficgrotlip, in real time,
multiple passengers or packages headed in the same direction, significantly reducingotongesti
and emissions while providing a high-quality, inexpensive, and eco-friendly transportation
alternative.

7. Via’s software enables the effective and efficient use of greenelde®hic
reducing the number of miles traveled and the associated emissions per passenger.

8. Via works with clients, including cities, to build efficient, equitable, and

sustainable transportation systems to serve individual communities. For examples &ia ha


http://ridewithvia.com/
http://ridewithvia.com/solutions

partnership with Sustainable Westchester and Tri-State Transportation Campesganpto
which Via provides on-call consulting services for Sustainable Westchester’'s Be&ihin
Demand initiative to implement an innovative and electric, on-demand transit serviadltha
improve access to clean transportation and mobility in the economically disadvantaged
community of Peekskill, New York.

9. Via’s technology has been used by its customers for delivery and logistics use
cases.

10.  For nearly a decade, Via has used its VIA trademark in connection with goods
and services related to transit technology, transportation, and mobility, including products with
features relating to energy efficiency and energy usage management (the “VIA.Mark”)

11.  Via owns the following federal trademark registrations for the VIA Mark (the

“VIA Registrations”):

Mark Reg. No. | Goods/Services Status

VIA 5,958,489 Class 9: Mobile application Registered on
software for connecting drivers | January 14,
and passengers; mobile 2020.
application software for Priority as of
automated scheduling and August 2013.

dispatch of motor vehicles; mobile
application software for
coordinating transportation
services; mobile application for
engaging transportation services

Class 38: Telecommunications
services, namely, routing calls,
SMS messages, and push-
notifications to transportation
providers and riders

Class 39: Transportation of
passengers by motorized vehicle,
namely, automobiles, buses, and
vans; transportation of passeng




Mark Reg. No. | Goods/Services Status
by automobiles, buses, and vans
through a network of

transportation providers, namely
on-demand ride-sharing programs

5,958,490 Class 9: Mobile application Registered on
software for connecting drivers | January 14,
and passengers; mobile 2020.
application software for Priority as of
automated scheduling and August 2013.

dispatch of motor vehicles; mobile
application software for
coordinating transportation
services; mobile application for
engaging transportation services

Class 38: Telecommunications
services, namely, routing calls,
SMS messages, and push-
notifications to transportation
providers and riders

Class 39: Transportation of
passengers by motorized vehicle;
transportation of passengers by
vehicle through a network of
transportation providers

Printouts of the TSDR Database records for the foregoing registrations arecaheexte as
Exhibit B .

12.  All of the VIA Registrations are valid and subsisting.

13. The VIA Registrations constitute prima facie evidence of the validity of the
subject marks thereof, the registrations therefor, and of Via’s exclusive righ tboase marks
in connection with the goods and services set forth in those registrations.

14.  Via owns common law rights in the VIA Mark for consulting services in the field

of energy usage management and energy efficiency that are prior to any rights Applicant ma



claim in Applicant’'s Marks.

15.  Via owns common law rights in the VIA Mark for consulting services in the fields
of energy consumption and usage conservation to improve energy efficiency that are prior to any
rights Applicant may claim in Applicant’s Marks.

16.  Since its adoption and first use of the VIA Mark in 2013, Via has devoted and
continues to devote substantial time, money, and effort in promotion of its VIA Mark to identify
Via as the source of the goods and services.

17. By virtue of Via’s longstanding use, the VIA Mark has developed substantial and
valuable goodwill that belongs exclusively to Via.

18. Viais entitled to a broad scope of protection for its VIA Mark.

19. OnJune 21, 2021, Applicant filed the Challenged Applications based on an intent
to use the marks VIA RENEWABLES (disclaiming “renewables”) for the following sesvice
(“Applicant’s Services”):

Class 35: Consulting services in the field of energy usage management and energy

efficiency; energy management services, namely, providing a service that allows

customers to purchase energy from various energy providers; procurement services,
namely, procurement of contracts for others for the purchase of energy; ratgyl ene
provider services that allow customers to purchase energy, natural gas,i®ieftteic

and renewable energy as part of a competitive retail energy market; consulting services

the fields of energy consumption and usage conservation to improve energy efficiency

Class 36: Financing loans for development of renewable energy generation facilities and
related processes; financing of loans

20. Via'srights in and to its VIA Mark are long prior to any rights Applicant may
have in the United States with respect to Applicant’s Marks.
COUNT |

Likelihood of Confusion
15 U.S.C. 8 1052(d)

21. Paragraphs 1-20 above are realleged and incorporated herein by reference as if set



forth in full.

22.  Applicant’s Marks wholly incorporate Via’'s VIA Mark and are so similar as to be
likely, when used in connection with Applicant’s Services, to cause confusion, to cause,mistake
or to deceive as to the affiliation, connection, or association of Applicant and itsesemih
Via, or as to the origin, sponsorship, or approval of Applicant and its services by Via.

23.  Applicant’s Marks create the same, or essentially the same, commercial
impression as Via’s VIA Mark and are similar thereto in sight, sound, and meaning.

24.  Applicant’s Marks will be used in connection with services that are the same or
substantially similar to goods and services offered by Via under the VIA Mark.

25.  On information and belief, services branded with Applicant’s Marks would be
offered through some of the same channels of trade and to the same general class of purchasers
as those through and to which Via’'s goods and services sold under its VIA Mark are offered.

26.  Via believes that it will be damaged by the registration of Applicant’s Marks
because such registrations would support and assist Applicant in the confusing and misleading
use of the designation it seeks to register, and would give color of exclusive statutory rights to
Applicant, in violation and derogation of the prior and superior rights of Via.

27.  Applicant’'s Marks so resemble Via’s VIA Mark as to be likely, when used in
connection with Applicant’s Services, to cause confusion, or to cause mistake, or to deceive

under Section 2(d) of the Lanham Act, 15 U.S.C. § 1052(d).

WHEREFORE, Via requests that its Opposition be sustained and that the Challenged
Applications be refused registration, and that the Trademark Trial and Appeal Board grant such

other relief as it deems just and proper.



Please recognize as attorneys for Via in this proceeding Catherine M.C. Farrelly and

Kristina D’Angelo (members of the Bar of the State of New York), and the law firmaokFfurt

Kurnit Klein & Selz, P.C., 28 Liberty, New York, NY 10005. Kindly direct all correspondence

to the attention of Catherine M.C. Farrelly via e-maitfirrelly@fkks.comand

trademark@fkks.com

Dated: September 16, 2022

Respectfully Submitted,
FRANKFURT KURNIT KLEIN & SELZ P.C.

Catherine M.C. Farrelly

Kristina D’Angelo
28 Liberty Street
New York, NY 10005
Tel: 212.980.0120
E: cfarrelly@fkks.com
kdangelo@fkks.com
trademarks@fkks.com
Attorneys for Opposer
Via Transportation, Inc.
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Curious about how to integrate microtran: to your community? Read our expert gui

OV!Q Who we serve  What we offer  Resources

Reimagining
how the
world moves.

Via transforms transportation and
logistics systems into highly efficient
digital networks.
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TransitTech for all.

Whether you're a public transit organization, a private transportation operator, or a
major corporation, Via's platform provides tailored solutions to meet your needs.
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» Riders @j Drivers

“Via Jersey City is connecting
communities with affordable
service to close transit gaps,
increase access to jobs and
education, and countless
other opportunities.”

Steven Fulop — Mayor, Jersey City, NJ

Tools and resources for the road ahead.

Webinar Resource Article

How to anticipate and Creative ways to Fund The town with more riders,
address day-of service microtransit better service, and lower
disruptions costs.

Webinar

Terence AN >
McPherson

Keep learning °
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Tools and resources for the road ahead.

Webinar Resource Article

How to anticipate and Creative ways to Fund The town with more riders,
address day-of service microtransit better service, and lower
disruptions costs.

Webinar

Terence A
McPherson

Keep learning °

Ready to get started?

Provide a few quick details, and our team will reach out to
show you what's possible with your delivery service.

Talk to our team

Company Careers Media Support

Stay informed.

Subscribe to our newsletter.

Safety Life at Via Media Kit Driver
What's your email?
Security Teams

Interview at Via

About Open roles Newsroom Rider

English al
ey in

Privacy Accessibility Terms of Use &>l © 2022 Via Transportation, Inc
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Curious about how to integrate microtransit into your community? Read our expert gi

OV'Q Who we serve  What we offer  Resources

The backbone
of a modern
transportation
system.

Our technology enables partners to create
end-to-end transit systems: from planning
better networks and streets to operating
efficient public transit and student
transportation.

Operate your network.

Microtransit / On-demand
public transit

Paratransit

b o ®
Student transportation
by @
NEMT
Integrated mobility o/~ " y g sk
Corporate / University
shuttles
Autonomous mobd\ty v Optimize your fleet with our advanced software that maximizes
the number of deliveries you can make while reducing costs.
Logistics

v Monitor and manage your deliveries as they’re happening, with
real-time visibility and communications tools.

v Provide your customers with an easy, seamless, and worry-free
experience.

Learn more °
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EXHIBIT B



Generated on:

This page was generated by TSDR on 2022-09-15 10:41:12 EDT

Mark: VIA
US Serial Number: 87359935 Application Filing  Mar. 06, 2017
Date:
US Registration 5958489 Registration Date:  Jan. 14, 2020
Number:
Filed as TEAS RF: Yes Currently TEAS RF:  Yes
Register:  Principal
Mark Type: Trademark, Service Mark
TM5 Common Status LIVE/REGISTRATION/Issued and Active
Descriptor:
The trademark application has been registered with the Office.
Status: Registered. The registration date is used to determine when post-registration maintenance documents are due.

Status Date:

Jan. 14, 2020

Publication Date:May 28, 2019

Mark Information

Mark Literal
Elements:

Standard Character
Claim:

Mark Drawing

Type:

VIA

Yes. The mark consists of standard characters without claim to any particular font style, size, or color.

4 - STANDARD CHARACTER MARK

Goods and Services

Note:

The following symbols indicate that the registrant/owner has amended the goods/services:
Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For:

International
Class(es):

Class Status:
Basis:

First Use:

For:

International
Class(es):

Class Status:
Basis:

First Use:

For:

Mobile application software for connecting drivers and passengers; mobile application software for automated scheduling and dispatch
of motor vehicles; mobile application software for coordinating transportation services; mobile application for engaging transportation

services

009 - Primary Class U.S Class(es): 021, 023, 026, 036, 038

ACTIVE
1(a)
Aug. 2013

Use in Commerce: Aug. 2013

Telecommunications services, namely, routing calls, SMS messages, and push-notifications to transportation providers and riders

038 - Primary Class U.S Class(es): 100, 101, 104
ACTIVE

1(a)

Aug. 2013 Use in Commerce: Aug. 2013

Transportation of passengers by motorized vehicle, namely, automobiles, buses, and vans; transportation of passengers by



automobiles, buses, and vans through a network of transportation providers, namely, on-demand ride-sharing programs

International 039 - Primary Class U.S Class(es): 100, 105
Class(es):

Class Status: ACTIVE

Basis: 1(a)
First Use: Aug. 2013 Use in Commerce: Aug. 2013
Basis Information (Case Level)
Filed Use: Yes Currently Use:  Yes
Filed ITU: No Currently ITU:  No
Filed 44D: No Currently 44E:  No
Filed 44E: No Currently 66A: No
Filed 66A: No Currently No Basis:  No
Filed No Basis: No

Current Owner(s) Information

Owner Name:

Owner Address:

Via Transportation, Inc.

4th Floor

Legal Entity Type: CORPORATION

160 Varick Street
New York, NEW YORK UNITED STATES 10013

Where Organized:

State or Country NEW YORK

Attorney/Correspondence Information

Attorney Name: Catherine M.C. Farrelly Docket Number:  027677.0300
Attorney Primary  pto@fkks.com Attorney Email  Yes
Email Address: Authorized:
Correspondent

Attorney of Record

Correspondent  Catherine M.C. Farrelly
Name/Address: Frankfurt, Kurnit, Klein & Selz P.C.

28 Liberty Street
New York, NEW YORK UNITED STATES 10005

Phone: (212) 980 0120

Correspondent e-  pto@fkks.com ccorrigan@fkks.com Correspondent e-  Yes

mail: mail Authorized:

Domestic Representative - Not Found

Prosecution History

Date

Dec. 08, 2020
Dec. 08, 2020
Dec. 08, 2020
Dec. 08, 2020
Dec. 08, 2020
Dec. 08, 2020
Jan. 14, 2020
Dec. 05, 2019
Jun. 20, 2019
May 28, 2019
May 28, 2019
May 08, 2019
Apr. 18, 2019

Description

APPLICANT/CORRESPONDENCE CHANGES (NON-RESPONSIVE) ENTERED
TEAS CHANGE OF CORRESPONDENCE RECEIVED

TEAS WITHDRAWAL OF ATTORNEY RECEIVED-FIRM RETAINS
ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED
TEAS CHANGE OF OWNER ADDRESS RECEIVED
REGISTERED-PRINCIPAL REGISTER

EXTENSION OF TIME TO OPPOSE PROCESS - TERMINATED
EXTENSION OF TIME TO OPPOSE RECEIVED

OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED
PUBLISHED FOR OPPOSITION

NOTIFICATION OF NOTICE OF PUBLICATION E-MAILED
APPROVED FOR PUB - PRINCIPAL REGISTER

Proceeding
Number

88888



Apr. 18, 2019 TEAS/EMAIL CORRESPONDENCE ENTERED 70138
Apr. 18, 2019 CORRESPONDENCE RECEIVED IN LAW OFFICE 70138
Apr. 11, 2019 TEAS RESPONSE TO SUSPENSION INQUIRY RECEIVED
Oct. 17, 2018 REPORT COMPLETED SUSPENSION CHECK CASE STILL SUSPENDED
Apr. 16, 2018 NOTIFICATION OF LETTER OF SUSPENSION E-MAILED 6332
Apr. 16, 2018 LETTER OF SUSPENSION E-MAILED 6332
Apr. 16, 2018 SUSPENSION LETTER WRITTEN 77304
Apr. 12, 2018 TEAS/EMAIL CORRESPONDENCE ENTERED 70138
Apr. 12, 2018 CORRESPONDENCE RECEIVED IN LAW OFFICE 70138
Apr. 10, 2018 ASSIGNED TO LIE 70138
Mar. 28, 2018 TEAS REQUEST FOR RECONSIDERATION RECEIVED
Oct. 26, 2017 NOTIFICATION OF FINAL REFUSAL EMAILED
Oct. 26, 2017 FINAL REFUSAL E-MAILED
Oct. 26, 2017 FINAL REFUSAL WRITTEN 77304
Oct. 21, 2017 TEAS/EMAIL CORRESPONDENCE ENTERED 88889
Oct. 20, 2017 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889
Oct. 20, 2017 TEAS RESPONSE TO OFFICE ACTION RECEIVED
May 31, 2017 NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325
May 31, 2017 NON-FINAL ACTION E-MAILED 6325
May 31, 2017 NON-FINAL ACTION WRITTEN 77304
May 30, 2017 ASSIGNED TO EXAMINER 77304
Mar. 10, 2017 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM
Mar. 09, 2017 NEW APPLICATION ENTERED IN TRAM
TM Staff and Location Information
TM Staff Information - None
File Location
Current Location:  PUBLICATION AND ISSUE SECTION Date in Location:  Jan. 14, 2020
Assignment Abstract Of Title Information
Summary
Total Assignments: 3 Registrant:  Via Transportation, Inc.
Assignment 1 of 3
Conveyance: SECURITY INTEREST
Reel/Frame: 6162/0765 Pages: 11
Date Recorded: Sep. 28, 2017
Supporting  assignment-tm-6162-0765.pdf
Documents:
Assignor
Name: VIA TRANSPORTATION, INC. Execution Date:  Sep. 22, 2017
Legal Entity Type: CORPORATION State or Country DELAWARE
Where Organized:
Assignee
Name: BANK LEUMI USA
Legal Entity Type: CHARTERED BANK State or Country NEW YORK

Where Organized:

Address: 579 FIFTH AVENUE

NEW YORK, NEW YORK 10017

Correspondent

Correspondent JACKIE LEE

Name:

Correspondent 100 STATE STREET, SUITE 800
Address: ALBANY, NY 12207

Domestic Representative - Not Found



Assignment 2 of 3

Conveyance:

Reel/Frame:

Date Recorded:

Supporting
Documents:

Name:

Legal Entity Type:

Name:

Legal Entity Type:

Address:

Correspondent

Name:

Correspondent
Address:

RELEASE BY SECURED PARTY
6311/0317

Apr. 11, 2018
assignment-tm-6311-0317.pdf

BANK LEUMI USA
CHARTERED BANK

VIA TRANSPORTATION, INC.
CORPORATION

10 CROSBY STREET
2ND FLOOR
NEW YORK, NEW YORK 10013

JACKIE LEE

1773 WESTERN AVENUE
ALBANY, NY 12203

Pages:

Assignor
Execution Date:

State or Country
Where Organized:

Assignee

State or Country
Where Organized:

Correspondent

Jan. 05, 2018

No Place Where Organized Found

DELAWARE

Domestic Representative - Not Found

Assignment 3 of 3

Conveyance:

Reel/Frame:

Date Recorded:

Supporting
Documents:

Name:

Legal Entity Type:

Name:

Legal Entity Type:

Name:

Legal Entity Type:

Address:

SECURITY INTEREST
7272/0278

Apr. 27, 2021
assignment-tm-7272-0278.pdf

VIA TRANSPORTATION, INC.
CORPORATION

REMIX TECHNOLOGIES LLC
LIMITED LIABILITY COMPANY

Pages:

Assignor
Execution Date:

State or Country
Where Organized:

Execution Date:

State or Country
Where Organized:

Assignee

WELLS FARGO BANK, NATIONAL ASSOCIATION

NATIONAL BANKING ASSOCIATION

1525 WEST W.T. HARRIS BLVD.
MAC D1109-019

State or Country
Where Organized:

CHARLOTTE, NORTH CAROLINA 28262

Apr. 26, 2021
DELAWARE

Apr. 26, 2021
DELAWARE

UNITED STATES

Correspondent
Correspondent ORRICK, HERRINGTON & SUTCLIFFE LLP
Name:
Correspondent 2050 MAIN STREET, SUITE 1100
Address: IRVINE, CA 92614-8255
Domestic Representative - Not Found
Proceedings
Summary
Number of 3

Proceedings:




Type of Proceeding: Opposition

Proceeding

Number:

Status:

Interlocutory
Attorney:

Name:

Correspondent
Address:

91272635

Suspended
TASHIA A BUNCH

Waymo LLC

COLLEEN M GANIN
PERKINS COIE LLP

Filing Date: Nov 01, 2021

Status Date: Nov 10, 2021

Defendant

P.O. BOX 2608
SEATTLE WA UNITED STATES , 98111

Correspondent e-  pctrademarks@perkinscoie.com , eunicelee@perkinscoie.com , waymotm@perkinscoie.com , FVayra@perkinscoie.com , TBrandon@
mail: perkinscoie.com , CGanin@perkinscoie.com

Associated marks

Mark Application Status ﬁi:ﬁler ﬁﬁgmiit;?ﬁon

WAYMO VIA Opposition Pending 90031216
Plaintiff(s)
Name: Via Transportation, Inc.
Correspondent CATHERINE MC FARRELLY
Address: FRANKFURT KURNIT KLEIN & SELZ PC
28 LIBERTY STREET
NEW YORK NY UNITED STATES , 10005
Correspondent e-  pto@fkks.com , cfarrelly@fkks.com , NDroumbanis@fkks.com , ccorrigan@fkks.com , alaroui@fkks.com
mail:

Associated marks

Mark Application Status Serial Number Eﬁﬂzt;ltion
VIA Registered 87359953 5958490
VIA Registered 87359935 5958489

Prosecution History

Entry Number History Text Date Due Date
14 ANSWER Aug 11, 2022
13 SUSPENDED May 23, 2022
12 D MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS May 23, 2022
11 SUSPENDED Apr 06, 2022
10 D MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Apr 06, 2022
9 SUSPENDED Jan 24, 2022
8 D MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Jan 21, 2022
7 D REQ TO W/DRAW AS ATTORNEY Jan 21, 2022
6 D APPEARANCE / POWER OF ATTORNEY Jan 21, 2022
5 SUSPENDED Nov 10, 2021
4 P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Nov 10, 2021
3 INSTITUTED Nov 01, 2021
2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Nov 01, 2021 Dec 11, 2021
1 FILED AND FEE Nov 01, 2021

Type of Proceeding: Extension of Time

Proceeding 87359935
Number:

Filing Date: Jun 20, 2019

Status: Terminated Status Date: Dec 05, 2019

Interlocutory
Attorney:

Defendant

Name: Via Transportation, Inc.



Correspondent
Address:

Correspondent e-
mail:

Associated marks

Mark
VIA
Name:
Correspondent
Address:

Correspondent e-
mail:

Entry Number

P N W A O

B BRETT HEAVNER

FINNEGAN HENDERSON FARABOW GARRETT & DUNNER LLP
901 NEW YORK AVE NW

WASHINGTON DC UNITED STATES , 20001

docketing@finnegan.com , b.brett.heavner@finnegan.com , sydney.english@finnegan.com , TTAB-Legal-Assistants@finnegan.com

Application Status Serial Number Eﬁgizté?tion
Registered 87359935 5958489
Potential Opposer(s)
TomTom International B.V.
ASHLEY M BENNETT EWALD
GRAY PLANT MOOTY MOOTY & BENNETT PA
80 SOUTH 8TH ST, 500 IDS CENTER
MINNEAPOLIS MN UNITED STATES , 55402
ashley.ewald@gpmlaw.com , molly.litman@gpmlaw.com , shannon.albright@gpmlaw.com , trademark@gpmlaw.com
Prosecution History
History Text Date Due Date
TERMINATED Dec 05, 2019
EXT GRANTED Sep 20, 2019
FINAL 60-DAY REQUEST TO EXT TIME TO OPPOSE Sep 20, 2019
EXT GRANTED Jun 20, 2019
FIRST 90-DAY REQUEST TO EXT TIME TO OPPOSE Jun 20, 2019

Type of Proceeding: Cancellation

Proceeding
Number:

Status:

Interlocutory
Attorney:

Name:

Correspondent
Address:

Correspondent e-

mail:

Associated marks

Mark
VIA
Name:
Correspondent
Address:

Correspondent e-

mail:

Associated marks

Mark

VIA
VIA
VIA

92068268 Filing Date: Mar 27, 2018

Status Date: Mar 08, 2019

Terminated

MARY CATHERINE FAINT

Defendant
Amos Vizer

MARSHALL R BERNER

VIA AIRLINES

218 JACKSON ST

MAITLAND FL UNITED STATES , 32751

marshall.berner@flyviaair.com , marshall.b@flyviaair.com , marshall@bernerfirm.com

Registration
Number

5023113

Application Status Serial Number

Registered 86385512
Plaintiff(s)
Via Transportation, Inc.

B BRETT HEAVNER

FINNEGAN HENDERSON FARABOW GARRETT & DUNNER LLP
901 NEW YORK AVENUE NW

WASHINGTON DC UNITED STATES , 20001-4413

docketing@finnegan.com , b.brett.heavner@finnegan.com , sydney.english@finnegan.com , TTAB-Legal-Assistants@finnegan.com

Application Status Serial Number sﬁgmizté?tion
Registered 87359953 5958490
Registered 86385512 5023113
Registered 87359935 5958489

Prosecution History



P N WA OO N 0 ©

Entry Number

History Text
TERMINATED
BD DECISION: CAN DENIED W/PREJ
MOT TO AMEND REGISTRATION (FEE)
D CHANGE OF CORRESP ADDRESS
SUSPENDED; RESPONSE DUE 30 DAYS
MOT TO AMEND REGISTRATION (FEE)
PROCEEDINGS RESUMED
SUSP PEND DISP OF OUTSTNDNG MOT
P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS
P MOT TO STRIKE PLEADING/AFFIRMATIVE DEFENSE
TRIAL DATES RESET
P MOT TO STRIKE PLEADING/AFFIRMATIVE DEFENSE
ANSWER
ANSWER
PENDING, INSTITUTED
NOTICE AND TRIAL DATES SENT; ANSWER DUE:
FILED AND FEE

Date

Mar 08, 2019
Mar 04, 2019
Jan 29, 2019
Jan 28, 2019
Jan 24, 2019
Dec 11, 2018
Nov 05, 2018
Sep 05, 2018
Aug 16, 2018
Jul 31, 2018

Jun 27, 2018
May 31, 2018
May 16, 2018
May 14, 2018
Apr 04, 2018
Apr 04, 2018
Mar 27, 2018

Due Date

May 14, 2018



Generated on:

This page was generated by TSDR on 2022-09-15 10:41:29 EDT

Mark: VIA

US Serial Number: 87359953 Application Filing  Mar. 06, 2017
Date:
US Registration 5958490 Registration Date:  Jan. 14, 2020
Number:
Filed as TEAS RF: Yes Currently TEAS RF:  Yes
Register:  Principal
Mark Type: Trademark, Service Mark
TM5 Common Status LIVE/REGISTRATION/Issued and Active
Descriptor:
The trademark application has been registered with the Office.
Status: Registered. The registration date is used to determine when post-registration maintenance documents are due.

Status Date:

Jan. 14, 2020

Publication Date:May 28, 2019

Mark Information

Mark Literal
Elements:

Standard Character
Claim:

Mark Drawing
Type:

Description of

Mark:

Color(s) Claimed:

VIA

No

5- AN ILLUSTRATION DRAWING WITH WORD(S) /LETTER(S)/ NUMBER(S) INSTYLIZED FORM
The mark consists of "via" in lowercase stylized letters.

Color is not claimed as a feature of the mark.

Goods and Services

Note:

The following symbols indicate that the registrant/owner has amended the goods/services:
Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For:

International

Class(es):

Class Status:
Basis:

First Use:

For:

International

Class(es):

Class Status:

Basis:

Mobile application software for connecting drivers and passengers; mobile application software for automated scheduling and dispatch
of motor vehicles; mobile application software for coordinating transportation services; mobile application for engaging transportation
services

009 - Primary Class U.S Class(es): 021, 023, 026, 036, 038

ACTIVE
1(a)
Aug. 2013

Use in Commerce:  Aug. 2013

Telecommunications services, namely, routing calls, SMS messages, and push-natifications to transportation providers and riders

038 - Primary Class U.S Class(es): 100, 101, 104

ACTIVE
1(a)



First Use: Aug. 2013 Use in Commerce: Aug. 2013
For: Transportation of passengers by motorized vehicle; transportation of passengers by vehicle through a network of transportation
providers

International 039 - Primary Class U.S Class(es): 100, 105
Class(es):

Class Status: ACTIVE

Basis: 1(a)
First Use: Aug. 2013 Use in Commerce: Aug. 2013
Basis Information (Case Level)
Filed Use: Yes Currently Use:  Yes
Filed ITU: No Currently ITU:  No
Filed 44D: No Currently 44E:  No
Filed 44E: No Currently 66A:  No
Filed 66A: No Currently No Basis:  No
Filed No Basis: No

Current Owner(s) Information

Owner Name:

Owner Address:

Legal Entity Type:

Via Transportation, Inc.

4th Floor
160 Varick Street
New York, NEW YORK UNITED STATES 10013

CORPORATION State or Country NEW YORK

Where Organized:

Attorney/Correspondence Information

Attorney Name:

Attorney Primary
Email Address:

Correspondent
Name/Address:

Attorney of Record

Catherine M.C. Farrelly Docket Number:  027677.0300

pto@fkks.com Attorney Email  Yes
Authorized:
Correspondent

Catherine M.C. Farrelly
Frankfurt, Kurnit, Klein & Selz P.C.

Correspondent e-  pto@fkks.com ccorrigan@fkks.com
mail: mail Authorized:

28 Liberty Street
New York, NEW YORK UNITED STATES 10005

Phone: (212) 980 0120

Correspondent e- Yes

Domestic Representative - Not Found

Prosecution History

Date

Dec. 08, 2020
Dec. 08, 2020
Dec. 08, 2020
Dec. 08, 2020
Dec. 08, 2020
Dec. 08, 2020
Jan. 14, 2020
Dec. 05, 2019
Jun. 20, 2019
May 28, 2019
May 28, 2019

Description

APPLICANT/CORRESPONDENCE CHANGES (NON-RESPONSIVE) ENTERED
TEAS CHANGE OF CORRESPONDENCE RECEIVED

TEAS WITHDRAWAL OF ATTORNEY RECEIVED-FIRM RETAINS
ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED
TEAS CHANGE OF OWNER ADDRESS RECEIVED
REGISTERED-PRINCIPAL REGISTER

EXTENSION OF TIME TO OPPOSE PROCESS - TERMINATED
EXTENSION OF TIME TO OPPOSE RECEIVED

OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED
PUBLISHED FOR OPPOSITION

Proceeding
Number

88888



May 08, 2019 NOTIFICATION OF NOTICE OF PUBLICATION E-MAILED
Apr. 19, 2019 APPROVED FOR PUB - PRINCIPAL REGISTER

Apr. 19, 2019 TEAS/EMAIL CORRESPONDENCE ENTERED

Apr. 19, 2019 CORRESPONDENCE RECEIVED IN LAW OFFICE

Apr. 11, 2019 TEAS RESPONSE TO SUSPENSION INQUIRY RECEIVED
Oct. 17, 2018 REPORT COMPLETED SUSPENSION CHECK CASE STILL SUSPENDED
Apr. 16, 2018 NOTIFICATION OF LETTER OF SUSPENSION E-MAILED
Apr. 16, 2018 LETTER OF SUSPENSION E-MAILED

Apr. 16, 2018 SUSPENSION LETTER WRITTEN

Apr. 12, 2018 TEAS/EMAIL CORRESPONDENCE ENTERED

Apr. 12, 2018 CORRESPONDENCE RECEIVED IN LAW OFFICE

Apr. 11, 2018 ASSIGNED TO LIE

Mar. 28, 2018 TEAS REQUEST FOR RECONSIDERATION RECEIVED
Oct. 26, 2017 NOTIFICATION OF FINAL REFUSAL EMAILED

Oct. 26, 2017 FINAL REFUSAL E-MAILED

Oct. 26, 2017 FINAL REFUSAL WRITTEN

Oct. 21, 2017 TEAS/EMAIL CORRESPONDENCE ENTERED

Oct. 20, 2017 CORRESPONDENCE RECEIVED IN LAW OFFICE

Oct. 20, 2017 TEAS RESPONSE TO OFFICE ACTION RECEIVED

May 31, 2017 NOTIFICATION OF NON-FINAL ACTION E-MAILED

May 31, 2017 NON-FINAL ACTION E-MAILED

May 31, 2017 NON-FINAL ACTION WRITTEN

May 30, 2017 ASSIGNED TO EXAMINER

Mar. 10, 2017 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM
Mar. 09, 2017 NEW APPLICATION ENTERED IN TRAM

59554
59554

6332
6332
77304
68171
68171
68171

77304
88889
88889

6325
6325
77304
77304

TM Staff and Location Information

Current Location:

TM Staff Information - None
File Location

PUBLICATION AND ISSUE SECTION Date in Location:  Jan. 14, 2020

Assignment Abstract Of Title Information

Summary

Total Assignments:

3 Registrant:  Via Transportation, Inc.

Assignment 1 of 3

Conveyance:

Reel/Frame:

Date Recorded:

Supporting
Documents:

Name:

Legal Entity Type:

Name:

Legal Entity Type:

Address:

Correspondent

Name:

SECURITY INTEREST

6162/0765 Pages: 11
Sep. 28, 2017

assignment-tm-6162-0765.pdf

Assignor
Execution Date: Sep. 22, 2017

State or Country DELAWARE
Where Organized:

VIA TRANSPORTATION, INC.
CORPORATION

Assignee
BANK LEUMI USA

CHARTERED BANK State or Country NEW YORK

Where Organized:

579 FIFTH AVENUE
NEW YORK, NEW YORK 10017

Correspondent
JACKIE LEE



Correspondent
Address:

100 STATE STREET, SUITE 800
ALBANY, NY 12207

Domestic Representative - Not Found

Assignment 2 of 3

Conveyance:

Reel/Frame:

Date Recorded:

Supporting
Documents:

Name:

Legal Entity Type:

RELEASE BY SECURED PARTY
6311/0317

Apr. 11, 2018
assignment-tm-6311-0317.pdf

BANK LEUMI USA
CHARTERED BANK

Pages:

Assignor

Execution Date:

State or Country
Where Organized:

Jan. 05, 2018
No Place Where Organized Found

Assignee
Name: VIA TRANSPORTATION, INC.
Legal Entity Type: CORPORATION State or Country DELAWARE
Where Organized:
Address: 10 CROSBY STREET
2ND FLOOR
NEW YORK, NEW YORK 10013
Correspondent
Correspondent JACKIE LEE
Name:
Correspondent 1773 WESTERN AVENUE
Address: ALBANY, NY 12203
Domestic Representative - Not Found
Assignment 3 of 3
Conveyance: SECURITY INTEREST
Reel/Frame: 7272/0278 Pages: 8
Date Recorded: Apr. 27, 2021
Supporting  assignment-tm-7272-0278.pdf
Documents:
Assignor
Name: VIA TRANSPORTATION, INC. Execution Date:  Apr. 26, 2021
Legal Entity Type: CORPORATION State or Country DELAWARE
Where Organized:
Name: REMIX TECHNOLOGIES LLC Execution Date:  Apr. 26, 2021
Legal Entity Type: LIMITED LIABILITY COMPANY State or Country DELAWARE

Name:

Legal Entity Type:

Address:

Correspondent

Name:

Correspondent
Address:

Where Organized:

Assignee

WELLS FARGO BANK, NATIONAL ASSOCIATION

NATIONAL BANKING ASSOCIATION

1525 WEST W.T. HARRIS BLVD.
MAC D1109-019

State or Country
Where Organized:

CHARLOTTE, NORTH CAROLINA 28262

Correspondent

ORRICK, HERRINGTON & SUTCLIFFE LLP

2050 MAIN STREET, SUITE 1100

IRVINE, CA 92614-8255

UNITED STATES

Domestic Representative - Not Found

Proceedings




Summary

Number of
Proceedings:

Type of Proceeding: Opposition

Proceeding
Number:

Status:

Interlocutory
Attorney:

Name:

Correspondent
Address:

91272635

Suspended
TASHIA A BUNCH

Defendant
Waymo LLC

COLLEEN M GANIN
PERKINS COIE LLP

Filing Date:

Status Date:

Nov 01, 2021

Nov 10, 2021

P.O. BOX 2608
SEATTLE WA UNITED STATES , 98111

Correspondent e-  pctrademarks@perkinscoie.com , eunicelee@perkinscoie.com , waymotm@perkinscoie.com , FVayra@perkinscoie.com , TBrandon@
mail: perkinscoie.com , CGanin@perkinscoie.com

Associated marks

Mark Application Status zil;ir?tl)er Eﬁgizter?tion
WAYMO VIA Opposition Pending 90031216
Plaintiff(s)
Name: Via Transportation, Inc.
Correspondent CATHERINE MC FARRELLY
Address: FRANKFURT KURNIT KLEIN & SELZ PC

28 LIBERTY STREET
NEW YORK NY UNITED STATES , 10005

Correspondent e-
mail:

pto@fkks.com , cfarrelly@fkks.com , NDroumbanis@fkks.com , ccorrigan@fkks.com , alaroui@fkks.com

Associated marks

Mark Registration

Application Status Serial Number

Number
VIA Registered 87359953 5958490
VIA Registered 87359935 5958489
Prosecution History

Entry Number History Text Date Due Date
14 ANSWER Aug 11, 2022
13 SUSPENDED May 23, 2022
12 D MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS May 23, 2022
11 SUSPENDED Apr 06, 2022
10 D MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Apr 06, 2022
9 SUSPENDED Jan 24, 2022
8 D MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Jan 21, 2022
7 D REQ TO W/DRAW AS ATTORNEY Jan 21, 2022
6 D APPEARANCE / POWER OF ATTORNEY Jan 21, 2022
5 SUSPENDED Nov 10, 2021
4 P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Nov 10, 2021
3 INSTITUTED Nov 01, 2021
2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Nov 01, 2021 Dec 11, 2021
1 FILED AND FEE Nov 01, 2021

Type of Proceeding: Extension of Time

Proceeding 87359953 Filing Date: Jun 20, 2019
Number:

Status: Terminated Status Date: Feb 10, 2020
Interlocutory

Attorney:



Name:

Correspondent
Address:

Correspondent e-
mail:

Associated marks

Defendant
Via Transportation, Inc.

B. BRETT HEAVNER

FINNEGAN, HENDERSON, FARABOW, GARRETT &
901 NEW YORK AVENUE, NW

WASHINGTON DC UNITED STATES , 20001

docketing@finnegan.com

Mark Application Status Serial Number RGN
Number
VIA Registered 87359953 5958490
Potential Opposer(s)
Name: TomTom International B.V.
Correspondent ASHLEY M. BENNETT EWALD
Address: GRAY, PLANT, MOOTY, MOOTY & BENNETT, P.A.
80 SOUTH 8TH STREET 500 IDS CENTER
MINNEAPOLIS MN UNITED STATES , 55402
Correspondent e-  ashley.ewald@gpmlaw.com , molly.littman@gpmlaw.com , trademark@gpmlaw.com , shannon.albright@gpmlaw.com
mail:
Prosecution History
Entry Number History Text Date Due Date
5 TERMINATED Feb 10, 2020
4 EXT GRANTED Sep 20, 2019
3 FINAL 60-DAY REQUEST TO EXT TIME TO OPPOSE Sep 20, 2019
2 EXT GRANTED Jun 20, 2019
1 FIRST 90-DAY REQUEST TO EXT TIME TO OPPOSE Jun 20, 2019
Type of Proceeding: Cancellation
Proceeding 92068268 Filing Date: Mar 27, 2018
Number:
Status: Terminated Status Date: Mar 08, 2019
Interlocutory MARY CATHERINE FAINT
Attorney:
Defendant
Name: Amos Vizer
Correspondent MARSHALL R BERNER
Address: VIA AIRLINES
218 JACKSON ST
MAITLAND FL UNITED STATES, 32751
Correspondent e- marshall.berner@flyviaair.com , marshall.b@flyviaair.com , marshall@bernerfirm.com
mail:
Associated marks
Mark Application Status Serial Number RS CHE
Number
VIA Registered 86385512 5023113
Plaintiff(s)
Name: Via Transportation, Inc.
Correspondent B BRETT HEAVNER
Address: FINNEGAN HENDERSON FARABOW GARRETT & DUNNER LLP

Correspondent e-

mail:

Associated marks
Mark

VIA
VIA

901 NEW YORK AVENUE NW
WASHINGTON DC UNITED STATES , 20001-4413

docketing@finnegan.com , b.brett.heavner@finnegan.com , sydney.english@finnegan.com , TTAB-Legal-Assistants@finnegan.com

Registration

Application Status Serial Number

Number
Registered 87359953 5958490
Registered 86385512 5023113



VIA

Entry Number

P N W 0O N 0 ©

Prosecution History

History Text
TERMINATED
BD DECISION: CAN DENIED W/PREJ
MOT TO AMEND REGISTRATION (FEE)
D CHANGE OF CORRESP ADDRESS
SUSPENDED; RESPONSE DUE 30 DAYS
MOT TO AMEND REGISTRATION (FEE)
PROCEEDINGS RESUMED
SUSP PEND DISP OF OUTSTNDNG MOT
P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS
P MOT TO STRIKE PLEADING/AFFIRMATIVE DEFENSE
TRIAL DATES RESET
P MOT TO STRIKE PLEADING/AFFIRMATIVE DEFENSE
ANSWER
ANSWER
PENDING, INSTITUTED
NOTICE AND TRIAL DATES SENT; ANSWER DUE:
FILED AND FEE

87359935

Date

Mar 08, 2019
Mar 04, 2019
Jan 29, 2019
Jan 28, 2019
Jan 24, 2019
Dec 11, 2018
Nov 05, 2018
Sep 05, 2018
Aug 16, 2018
Jul 31, 2018

Jun 27, 2018
May 31, 2018
May 16, 2018
May 14, 2018
Apr 04, 2018
Apr 04, 2018
Mar 27, 2018

5958489

Due Date

May 14, 2018
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